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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group I claims 1 to 7, 10 to 12 and 16 to 
20 in the reply filed on March 5, 2008 is acknowledged. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Drawings 

3. Figure 4, 9 and 32 should be designated by a legend such as -Prior Art- 
because only that which is old is illustrated. See MPEP § 608.02(g). Corrected 
drawings in compliance with 37 CFR 1.121(d) are required in reply to the Office action 
to avoid abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. Each of Figures 4, 9 
and 32 appear to be directed to the prior art. 

I. Regarding Figure 4, see page 18 of the specification, the last paragraph. 
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II. Regarding Figure 9, see page 20 of the specification, lines 17 and 18. 

III. Regarding Figure 32, see page 3 of the specification, the last 4 lines to 
page 4, line 12. 

Specification 

4. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: 

I. The specification does not provide proper antecedent basis for the 
subject matter recited in claims 4 to 6 and 17 to 20. 

Claim Objections 

5. Claims 4, 5, 7 and 1 7 to 20 objected to because of the following informalities: 

I. The Examiner objects to the phrase, "any one of, used in line 2 of 
each of claims 4, 5, 7 and 1 7 to 20. Each of these claims depends on a single 
preceding claim. Thus the use of the phrase, "any one of is not appropriate. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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7. Claims 10 to 12 are rejected under 35 U.S.C. 112, first paragraph, as based on a 
disclosure which is not enabling. The step of magnetizing the magnetic powder prior to 
critical or essential to the practice of the invention, but not included in the claim(s) is not 
enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 
1976). 

I. Throughout the specification it is disclosed that in the method of 
manufacturing a magnetic device the magnetic powder is magnetized prior 
to mixing the magnetic powder with the resin (for example, see the 
specification Example 2, Figure 1(a) and page 12, line 16 to page 13, line 
9). However, claims 10 to 12 do not recite the step of magnetizing the 
magnetic powder prior to mixing the magnetic powder with the resin. 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by anyone of 
Lyman (Lyman '588, US Patent No. 3,985,588, cited by the Examiner), Ozaki et al. 
(Ozaki '507, Japanese Patent Document No. 02-153507, cited in the IDS submitted 
September 6, 2006) or Ozaki et al. (Ozaki '047, Japanese Patent Document No. 6- 
244047, cited in the IDs submitted July 11, 2006). 
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Each of the references teaches a method of making a bond magnet comprising 
magnetizing a magnetic powder, mixing the pre-magnetized powder with a resin and 
applying a magnetic field to the magnetic powder-resin mixture while the resin is 
hardened (Lyman '588, column 3, lines 10 to 28; Ozaki '507, Abstract; and Ozaki '047, 
Abstract). The process recited in applicants' claim 1 encompasses the processes 
taught by each of the references. 

10. Claim 7 is rejected under 35 U.S.C. 102(b) as being anticipated by Lyman 
(Lyman '588, US Patent No. 3,985,588, cited by the Examiner). 

Lyman '588 teaches and is applied as set froth above. Further, Lyman '588 
teaches that the resins recited in claim 7 are known for use in making resin bonded 
magnetic powder magnets (column 5, lines 15 to 35). The process recited in applicants' 
claim 7 does not distinguish over the process taught by Lyman '588. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 2 and 10 to 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Masaru et al. (Masaru '906, Japanese Patent Document No. 4-3906) 
taken in view of Lyman (Lyman '588, US Patent No. 3,985,588, cited by the Examiner). 
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Masaru '906 teaches a method of making a bond magnet wherein a magnetic 
powder-resin mixture is positioned in a magnetic device and a magnetic field is applied 
to the magnetic powder-resin mixture while the resin is hardened (Abstract). 

Lyman '588 teaches that a method of making a magnetic powder-resin bond 
magnet wherein the magnetic powder is magnetized prior to the mixing the magnetic 
powder with the resin (column 3, lines 10 to 28). Lyman '588 teaches that such a pre- 
magnetization step results in the optimum magnetization of the particles (column 2, 
lines 59 to 64). 

The claims and Masaru '906 differ in that Masaru '906 does not teach pre- 
magnetizing the magnetic powder prior to mixing the magnetic powder with the resin. 

However one of ordinary skill in the art at the time the invention was made would 
have been motivated to pre-magnetize the magnetic powder so as to obtain the 
optimum magnetization of the magnetic powder as taught by Lyman '588. 

13. Claims 3 and 16 to 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Masaru '906 taken in view of Lyman '588 as applied to claims 2 and 
10 to 12 above, and further in view of Kinya et al. (Kinya '503, Japanese Patent 
Document No. Kinya et al. (Kinya '503, Japanese Patent Document No. 2002-105503, 
cited in the IDs submitted July 1 1 , 2006). 

The combination of Masaru '906 taken in view of Lyman teaches and is applied 
as set forth above in the preceding paragraph. 
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Kinya '503 teaches adding a rust proofing layer to a magnetic powder so as to 
improve the corrosion resistance of the magnetic powder prior to the use of the 
magnetic powder in making a bonded magnet (Abstract, paragraphs 0015 and 0016 of 
the translation submitted by applicants). Kinya '503 teaches prior to mixing the 
magnetic powder with the resin, mixing the magnetic powder with a metal to obtain a 
mixture and heating the mixture to coat the surface of the magnetic powder (Abstract 
and paragraph 0023). Kinya '503 teaches specific examples of coating metals that are 
recited in applicants' claims (paragraph 0025). 

The combination of Masaru '906 taken in view of Lyman do not teach the metal 
coating step recited in applicants' claim 3. 

However one of ordinary skill in the art at the time the invention was made would 
have motivated to add the coating step taught by Kinya '503 to the combination of 
Masaru '906 taken in view of Lyman so as to improve the corrosion resistance of the 
magnetic powder as taught Kinya '503. 

14. Claims 4 to 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lyman '588 taken in vie of Ozaki '047.. 

Lyman '588 teaches a method of making a bond magnet comprising magnetizing 
a rare earth-cobalt (column 6, lines 1 to 10) magnetic powder, mixing the pre- 
magnetized rare earth-cobalt powder with a resin and applying a magnetic field to the 
rare earth-cobalt magnetic powder-resin mixture while the resin is hardened (Lyman 
'588, column 3, lines 10 to 28). 
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Ozaki '047 teaches that the rare earth magnetic powders recited in claims 4 to 6 
are well known (Ozaki '047, the tables on the lower half of pages 285 and 287). 

Lyman '588 and the claims differ in that Lyman '588 although teaching the use of 
rare earth-cobalt powder in general, does not teach the rare earth-cobalt magnetic 
powder recited in claims 4 to 6. 

However one of ordinary skill in the art at the time the invention was made would 
have considered the invention to have been obvious because Lyman '588 teaches the 
use of rare earth-cobalt magnetic powder in general and one of ordinary skill in the art, 
with a reasonable expectation of success would, have been motivated to apply Lyman 
'588's process to any rare earth-cobalt magnetic powder such as those taught by Ozaki 
'047. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Sheehan whose telephone number is (571) 
272-1249. The examiner can normally be reached on T-F (7:30-5:00) Second Monday 
Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571 ) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/John P. Sheehan/ 
Primary Examiner 
Art Unit 1793 
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